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DETAILED ACTION 

1. Claims 1-19 have been examined. Application 10/828,506 (ADVERTISING 
SYSTEM AND METHOD) has a filing date 04/19/2004 Claims Priority from Provisional 
Application 60463888 , filed 04/18/2003. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 5-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1) be tied to another statutory class of invention (such as a 
particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing (see at least 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to 
meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fail to 
meet the above requirements because the steps are neither tied to another statutory 
class of invention (such as a particular apparatus). 
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Claim Objections 

3. Claim 10 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. For purpose of art 
rejection, said claim would be made dependent of claim 9. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-9, 11, 12 and 14-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Stewart (US 2002/0136377). 
Claim 1 , Stewart teaches: 

An advertising presentation system for use in 
connection with accounts, comprising: 

an advertising server for presenting an 

advertisement to an account user in conjunction with 
access to the account or in conjunction with completion 
of a transaction (see paragraph 8). 

Claim 2, Stewart teaches: 
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wherein said advertisement is presented prior to access to the account or prior to 
completion of the transaction (see paragraph 25). 
Claim 3, Stewart teaches: 

wherein the account user is a prepaid telephone card holder (see paragraph 6). 
Claim 4, Stewart teaches: 

wherein said advertisement is presented prior to completion of a 
telephone call the user is attempting to make by use of the prepaid telephone card (see 
paragraph 6). 

Claim 5, Stewart teaches: 

A method of providing advertising, comprising: 

providing an account user with a manner of 
accessing an account (see paragraph 8); 

presenting an advertisement to the user when the 
user attempts to access the account (see paragraph 8). 

Claim 6, Stewart teaches: 

wherein the presenting step presents the advertisement to the user before 
allowing access to the account (see paragraph 10). 
Claim 7, Stewart teaches: 

wherein the account is a telephone calling account (see paragraph 6). 
Claim 8, Stewart teaches: 

wherein the account is a telephone calling account and the manner of access is a 
prepaid calling card (see paragraph 6). 
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Claim 9, Stewart teaches: 

A calling card, comprising: 

plural cards presented as a unit, wherein at least 
one of said cards comprises a calling card, and at 
least one comprises a services access card (see paragraph 6). 

Claim 1 1 , Stewart teaches: 

A method of providing advertising and telecommunication services to a 
consumer, comprising: 

presenting an advertisement to the consumer (see paragraph 8); and 

offering the consumer a service free of charge in 
exchange for the consumer having listened to or 
observed the advertisement (see paragraph 8). 

Claim 12, Stewart teaches: 

wherein the service comprises a telephone call (see paragraph 8). 
Claim 14, Stewart teaches: 

wherein the telephone call is allowed to be placed to a number 
desired by the customer to any valid phone number (see paragraph 8). 
Claim 1 5, Stewart teaches: 

wherein the advertisement is an audio advertisement (see paragraph 10). 
Claim 1 6, Stewart teaches: 

wherein the advertisement is an audio-visual advertisement (see paragraph 10). 
Claim 1 7, Stewart teaches: 
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wherein the advertisement is a visual advertisement (see paragraph 10). 
Claim 1 8, Stewart teaches: 

wherein the service comprises access to a computer network (see paragraphs 
21-22). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10, 13 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stewart (US 2002/0136377). 

Claim 10, Stewart does not expressly teach: 

wherein the number of said plural cards is three. However, Official Notice is 
taken that it is old and well known in the communication art for a user to carry a plurality 
of prepaid or calling cards. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Stewart 's 
users would carry a plurality of cards in order to place phone calls, as it is old and well 
known to do so. 

Claim 1 3, Stewart does not teach: 

wherein the telephone call is not allowed to exceed a timed 
duration. However, Official Notice is taken that it is old and well known in the 
communication art to have a duration limit for a telephone call based upon a prepaid 
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store value. Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the application was made, to know that Stewart 's telephone call would have 
a duration based upon a stored prepaid value, as it is old and well known to do so. 
Claim 1 9, Stewart does not teach: 

wherein the service comprises access to an email service. However, Official 
Notice is taken that it is old and well known in the communication art to allow users to 
connect to email services using wireless phones. Therefore, it would have been obvious 
to a person of ordinary skill in the art at the time the application was made, to know that 
Stewart 's wireless phone would allow users to connect to email services, as it is old and 
well known to do so. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/DANIEL L ASTRA/ 
Examiner, Art Unit 3688 
September 23, 2008 



